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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1,2, 4, 46, 47, and 112 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Williams (5,691,490) in view of Aitken et al. (4,658,690). Regarding 
claims 1 and 112, Williams discloses the use of customizable (col. 4, lines 12-16) 
aggregated instrument comprising a plurality of individual musical modules (20, 30) 
which generate electrical signals (col. 4, 4 th paragraph), a means for securing in a 
reconfigurable mounting arrangement (fig. 3; col. 2, lines 10-14), wherein each 
module is readily positibnable with respect to each other within any of a plurality of 
mounting locations (the Applicant has not claimed any element to which the position is 
relative, therefore, both 20 and 30 are deemed to be "readily positionable"), and a 
means for transmitting interface signals to an external system (col. 4, 4 th paragraph). 

Regarding claim 2, the frame 40 has a linear arrangement (fig. 3). Regarding claim 4, 

it* ■ 

the lower bout of the stringed instrument is curved, giving the upper edge of 40 a curve 
(fig. 5). Regarding claims 46 and 47, elements 26 are strings of module 20. Williams 
does not explicitly disclose that each module is readily positionable within a plurality of 
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mounting locations of the mounting frame. Williams clearly shows a keyboard that is 
readily positionable mounted with a neck board. Aitken discloses the use of music 
modules (22, 40, 50, 70) having a keyboard (70) and a readily positionable neck board 
(22; col. 23, lines 21 - 28). It would have been obvious to one of ordinary skill in the art 
to combine the teachings of Williams and Aitken to obtain an aggregated instrument 
wherein each of the modules is readily positionable with respect to a mounting frame. 
The motivation for making this combination would be to provide a user with the flexibility 
to position the module in the most comfortable position to allow easy fingering. 

3. Claims 48 -52, 62i 64, 84 - 86, 91 - 93, 1 03, and 1 05 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Williams in view of Aiken and in further view 
of Tumura (5,585,588). The teachings of Williams and Aiken have been discussed 
supra with respect to independent claims 1 and 112. Regarding claim 48, Williams nor 
Aiken teach the use of an ju.nf retted neck. However, Williams does teach the use of 
including "all types of electric guitars" - this would, include the very common fretless 
bass guitar. One of ordinary skill in the art would have thought to provide Williams with 
an unfretted neck.- The motivation for making this combination would be to provide 
those musicians who favour a fretless bass guitar the opportunity to utilize the invention 
(and thus the keyboard) as shown in Williams. Regarding claim 49, Williams nor Aiken 
explicitly teach the use of sympathetic strings. The Examiner maintains that all strings 
are sympathetic, thus Williams would show a "plurality of sympathetic strings." 
However, Tumura explicitly teaches that strings of an instrument can vibrate 
sympathetically (col. 1 , lines 44 - 51). (The Examiner also notes that stringed 
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instruments having separate sympathetic strings - i.e., those not meant to be strummed 
or plucked - have been in existence for thousands of years, such as sitars.) Regarding 
claim 50, Williams nor Aiken teach the use of a drive transducer to stimulate vibration. 
Tumura discloses a drive transducer (17; col. 17, lines 7 - 15) to provide stimulation to 
the vibrating element. It would have been obvious to one of ordinary skill in the art to 
combine the teachings; of yVilliams, Aiken and Tumura to obtain an aggregated 

; i ' ! ;■'!.. i 

instrument having an unfretted neck, sympathetic strings, and a driver for stimulating 
vibration. The motivation for making this combination is that each of these elements 
offers a unique and interesting sound, and any musician who appreciates these sounds 
would be motivation to provide them into the Williams invention. Regarding claim 51 , 

! ' . ; ! ■ 

" , ■ ■! : 

Williams does not show a electronic controller module secured within one of the plurality 
of mounting locations. However, Williams does teach the use of "convention electronics 
downstream of the pickups 28 are provided, viz., one or more synthesizers, MIDI'S and 
computer(s) depending on the wishes of the musician/sound engineer, together, of 
course, with suitable amplifiers and speakers" (col. 4, 4 th paragraph). Also see Aiken's 
fig. 4). The Examiner notes that "downstream of the pickups" may include a location on 
the instrument body as is common with virtually all commercially available electric 

! , : . • ■ ! : 

guitars (i.e., volume and/or tone controls). It would have been obvious to one of 
ordinary skill to provide Williams with a "electronic controller module." The motivation 
for making this addition would be to allow a user to change her volume while playing the 
instrument. Regarding claims 52, 62, 64, the use of keyboards, sliders, and impact 
sensors are notoriously wjell-known in the electronic music art and Official Notice is 
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hereby taken (e.g., DSP remotes with keys are frequently mounted to guitars, sliders 
are often used on guitars as volume controls, and impact sensors are frequently used to 
trigger MIDI devices). Regarding claims 84 - 86, 91 - 93, 103 and 105 all limitations 
have been discussed supra except the hierarchical modules using "small-scale" 
modules. The Examiner maintains that a mere variation in size is not a patentable 
feature. For example, a small module within a module is still a module. For the 
Applicant to define "small-scale" module in some kind of hierarchical relation is deemed 
to be arbitrary. For the purposes of this rejection, the Examiner is interpreting the 
modules (20, 30) of Williams to be "small-scale" and the Williams' instrument as a whole 
to be a "mounting location." 

4. Claims 84 - 86, 91 L 93, 103, and 105 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Williams and Aiken in view of Tumura (5,585,588) and in 
further view of Norton (5,994,633). The teachings of Williams, Aiken and Tumura have 
been discussed supra. As stated supra, the Examiner maintains that "small-scale" does 
not constitute a patentable limitation. However, to strengthen the Examiner's position, 
the following rejection is put forth: Regarding claim 84, neither Williams, Aiken nor 
Tumura disclose a small-scale module (interpreted here as a "module within a module"). 
Norton discloses a control module (132) having plural and separate controls (134) within 
the control mbdule (132). | The Examiner is defining these controls (134) as "small- 
scale" modules within a module (132), i.e., a module within a module. Regarding claims 
85, 86, 91 - 93, .103, and 105 all limitations have been previously discussed. It would 
have been obvious to one! of ordinary skill in the art to combine the teachings of Norton 
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with those of Williams, Aiken and Tumura. The motivation for making this modification 
would be to allow a musician with plural controls to augment and/or enhance the 
musicians music (e.g., to provide control of both tone and volume, or both pickup phase 
and pickup selection, etc.). 



Response to Arguments 



5. Applicant's arguments with respect to claims 1 , 2, 4, 46 - 52, 62, 64, 84 - 86, 91 
- 93, 103, 105, and 112 have been considered but are moot in view of the new 
ground(s) of rejection. 

■ !-';!• 

i I ■ : , ■ \\ ' : ■" 

• i .; " ( . U ■ ■ 

Double Patenting 



6. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "iame invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing 6f a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 p.S.C. 1djl. 

7. Claims 1, 2, 4, 46 - 52, 62, 64, 84 - 86, 91 - 93, 103, 105, and 1 12 are 
provisionally rejected under 35 U.S.C. 101 as claiming the same invention as that of 
claiml and 13 of copending Application No. 10/737042. This is a provisional double 
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patenting rejection since the conflicting claims have not in fact been patented. Both 
Applications claim musical instrument modules. 

Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David S. Warren whose telephone number is 571-272- 
2076. The examiner can normally be reached on M-F, 9:30 A.M. to 6:30 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lincoln Donovan can be reached on 571-272 : 2837. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 



system, call 800 



786-9199 (IN USA OR CANADA) or 571-272-1000. 



Continuation Sheet (PTOU326) Application No. 10/737,043 

Continuation of Disposition of Claims: Claims withdrawn from consideration are 3,5-45,53-61,63,65-83,87-90,94- 
102,104,106-111 and 113-118. ; ; ! ' , 
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